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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 25 November 2003 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) I3 Claim(s) 1-22 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) I3 Claim(s) 1-22 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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2.D Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-22 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The claims are replete with 112 second paragraph issues. Relying on the 
specification for clarification was not helpful as the specification contain little more than 
the claims. 

Claim 1 preamble is directed to controlling magnetic alloy-encapsulated carbon- 
base nanostructures. However the claims appear to be directed to a method of making 
rather than a method for controlling. A method of controlling the growth process might 
be more appropriate. 

The following is a listing of claim limitations that lack the sufficient antecedent 
basis with the specific word or phrase that lacks an antecedent basis being underlined. 
Claim 1 : "the catalyst and additive on surface of substrate ": "the reaction gas ": "etching 
said substrate during plasma treatment ". Aside from these antecedent issues, the 
examiner notes that before claim 1 associates etching with a plasma treatment the only 
previous, and subsequent, mention of a plasma is in connection to a deposition 
process. So it is not clear if the etching plasma is different plasma step or if a single 
plasma process comprises both etching and deposition. This issue surfaces again 
because claim 9 recites "said plasma treatment". 
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Claims 2-7 refer to either the "said catalyst" or "said additive" of claim 1 . While claim 1 
provides the basis for a catalyst and an additive in claims 2-7, however, the terms 
remain mysterious because they there was never an antecedent basis in claim 1 . 
Furthermore, claim 6 recites, "said catalyst activity and claim 7 recites, "said additive to 

illlilill 

Claim 10 recites, "said substrate with enduring high-temperature metal or nonmetal l 
Claim 1 1 recites, "the metal or n on metal". 
Claim iS rfoi^ 

Claim 16 recites, "said transfer prints thereof of catalyst'': 

Claim 17 recites, "wherein surface figure o f said substrate". 

Claims 1 8 and 19 each recite, "wherein catalyst of said surface substrate"; 

Claim 20 recites, "said reaiillgas?; 

Regarding claim 22, it is not clear what is meant by the phrase, "gas of chemical 
ammonia-base compound". 

Regarding claim 1 1 , the claim is not clear because it reads as though Ihl 
members of the Markush group is going to be directed to selecting a particular type of 
metal or nonmetal but they actually represent methods of forming a metal on a 
substrate. 

Regarding claims 3 and 4, the phrase "such as" renders the claim indefinite 
because it is unclear whether the limitations following the phrase are part of the claimed 
invention. See MPEP § 2173.05(d). 
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The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-22 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claims contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. Due to the extent of the above noted 1 1 2 second paragraph issues and 
because the specification fails to provide any clarification, the exact nature of the 
invention is obscured and the skilled artisan is not enabled. This has also prevented the 
examiner from carrying out a meaning full search and examination. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Allan Olsen whose telephone number is 571-272-1441 . 
The examiner can normally be reached on M-F 1-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Parviz Hassanzadeh can be reached on 571-272-1435. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Allan Olsen 
Primary Examiner 
Art Unit 1763 



